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Applicant's Response 

In Applicant's Response dated 12/08/2006, Applicant amended Claims 1, 30, 80, 
86, 92, 93, 95, 99, 103, and 109, and argued against all rejections previously set forth in 
the Office Action dated 09/08/2006. 

Based on the examiner's review of the Office Action dated 09/08/2006, the 
amended claims and the cited prior art, all rejections previously set forth are withdrawn. 

Presently, Claims 1, 19-25, 30-44, 46-55 and 80-112 are pending in the present 
application. 



Information Disclosure Statement 

A portion of the references cited in the Information Disclosure Statement filed 
09/28/2006 fails to comply with the provisions of 37 CFR 1 .97, 1 .98 and MPEP § 609 
because many of the references.do not list the publication date for the reference. The 
examiner has not considered, and has lined through, that portion of the Information 
Disclosure Statement as to the merits. 

Applicant is advised that the date of any re-submission of any item of information 
contained in this Information Disclosure Statement or the submission of any missing 
elements will be the date of submission for purposes of determining compliance with the 
requirements based on the time of filing the statement, including all certification 
requirements for statements under 37 CFR 1 .97(e). See MPEP § 609.05(a). 
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For any person who, in the future, reviews the prosecution history of the 
present application, that person should know: 

1. the present claims, and any future claims, recited in the this application 
may read on the references listed in the Information Disclosure Statement 
dated 09/28/2006; and 

2. the examiner expresses no opinion whatsoever on the issue of whether the 
present claims of this application read on the references listed in the 
Information Disclosure Statement dated 09/28/2006, regardless of whether 
the examiner has initialed the references listed in the Information 
Disclosure Statement dated 09/28/2006. 



Claim Objections 

Claim 1 is objected to because of the following informalities: 
• The phrase "an electronic book, the electronic book including components of 
digital data that represent information" in Lines 2-3 should be amended to — an 
electronic boo k, th e ele ctronic book i nclud i ng compon e nts of dig i ta l data that 
r e pr e s e nt i nformation — because an "electronic book' inherently includes 
"components of digital data that represent information" in that an electronic book 
is made up of "digital data" having "components" that "represent information." 
Thus, the second phrase does not further limit the scope of the "electronic book" 
and is therefore unnecessary. 
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Claim 19 is objected to because of the following informalities: 

• The phrase "a show links menu, wherein when selected, the show links menu 
displays" in Line 5 should be amended to — a show t he links menu, wherein 
when selected, the show links menu displays — because that is how the element 
is previously identified in the claims (see Claim 1 , Line 5). 

Claim 20 is objected to because of the following informalities: 

• The phrase "wherein each component on a page of the electronic book may have 
one or more links to another component in Lines 1-2 should be amended to — 
wherein each component of actual text on a page of the electronic book may 
have one or more links to anoth e r componont the additional components — 
because that is how the elements are previously identified in the claims (see 
Claim 1, Lines 4 and 6). 

Claim 21 is objected to because of the following informalities: 

• The phrase "the links menu" in Line 2 should be amended to — the feks -link type 
menu — because that is how the element is previously identified in the claims 
(see Claim 19, Lines 5-6). 

• The phrase "all corresponding linked components that exist on a page being 
displayed are highlighted' in Lines 3-4 should be amended to — all 
corresponding li nked components links of the selected link type that exist on a 
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displayed page of the electronic book b ei ng d i sp l ay e d are highlighted — so that 
the limitation more clearly describes the invention. 

Claim 22 is objected to because of the following informalities: 

• The phrase "wherein the linked components are highlighted by displaying the 
linked components in a first color different from a second color for remaining 
information on the page" in Lines 1-3 should be amended to — wherein the 
li nk e d components links of the selected link type are highlighted by disp l ay i ng tho 
l i nk e d compon e nts in a fifs^color that is different from a s e cond co l or for 
r e ma i n i ng i nformation other colors on the displayed page of the electronic book 
— so that the limitation reads more clearly. 

Claim 23 is objected to because of the following informalities: 

• The phrase "wherein the linked components are displayed in a font different from 
a font used to display the page" in Lines 1-2 should be amended to — wherein 
the li nked compononts links of the selected link type are displayed in a font that 
is_different from a font usod to d i sp l ay th o pag o other fonts on the displayed page 
of the electronic book — so that the limitation reads more clearly. 

Claim 24 is objected to because of the following informalities: 

• The phrase "wherein the linked components are highlighted by displaying the 
linked components in one of a bold typeface, an italics typeface, and underlined 1 
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in Lines 1-3 should be amended to — wherein the li nk e d compon e nts links of the 
selected link type are highlighted by displaying the link e d compon e nts links in 
one of a bold typeface, an italics typeface, and an underlined typeface — so that 
the limitation reads more clearly. 

Claim 25 is objected to because of the following informalities: 

• The phrase "wherein a desired link is activated by selecting a desired highlighted 
component using a cursor and operating a select button" in Lines 1 -2 should be 
amended to — wherein a desired link is activated by selecting a desired 
highlighted compon e nt link from the displayed page of the electronic book using 
[[a li the cursor and operating [[a lithe select button — so that the limitation reads 
more clearly. 

Claim 30 is objected to because of the following informalities: 

• The phrase "identifying a first selectable text element that is a section of the 
actual texf in Line 3 should be amended to — identifying a fifst-selectable text 
element that is a section of [[the ]]actual text — because the claim subsequently 
recites that other "selectable text elements" are identified and associated with 
"electronic files" (see Lines 7-8), and because "actual texf is not previously 
identified in the claim. 

• The phrase "associating a first electronic file with the first selectable text element, 
wherein the associating step creates a first electronic link' in Lines 5-6 should be 
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amended to — associating a f i rst an electronic file with the fifst-selectable text 
element, wherein the associating step creates a f i rst an electronic link — 
because the claim subsequently recites that other "selectable text elements" are 
identified and associated with "electronic files" (see Lines 7-8), and because the 
claim subsequently recites that other "electronic links" are created (see Lines 7- 
8). 

• The phrase "the repeated steps creating electronic links" in Lines 7-8 should be 
amended to — th e r e peated st o ps thereby creating multiple electronic links , each 
electronic link having a corresponding selectable text element and a 
corresponding electronic file — so that the limitation clearly indicates that the 
repeated "identifying" and "associating" steps create multiple "electronic links" 

• each having a corresponding "selectable text element 1 and a corresponding 
"electronic file" 

• The phrase. "activating the first electronic link by selecting the first selectable text 
element, the activating step causing the first electronic file to be displayed 1 in 
Lines 9-10 should be amended to — activating one of the fast -multiple electronic 
links by selecting the first -corresponding selectable text element, tho act i vat i ng 
step -thereby causing the fifst -associated electronic file to be displayed — so that 
the limitation corresponds with the previous suggested amendments. 

• As indicated in the following rejection under 35 U.S.C. 112, second paragraph, 
the fifth limitation of Claim 30 should be deleted. 
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Claim 32 is objected to because of the following informalities: 

• The phrase "wherein the electronic book unit, comprises" in Line 1 should be 
amended to — wherein the electronic book unit[[,]] comprises — because the 
comma is unnecessary. 

• The phrase "selected electronic files" in Line 2 should be amended to — s ele ct e d 
associated electronic files — because that is how the element is previously 
identified (see Claim 30, Line 5). 

Claim 33 is objected to because of the following informalities: 

• The phrase "wherein the first selectable text element 1 in Lines 1-2 should be 
amended to — wherein one of the first-selectable text elements — because 
multiple "selectable text elements" are previously recited in the claims (see Claim 
30, Lines 3-8). 

• The phrase "wherein activation of the first link 1 in Lines 2-3 should be amended 
to — wherein activation of the fifs^ correspondinq electronic link — because 
multiple "electronic links" are previously recited in the claims (see Claim 30, Lines 
3-8). 

Claim 34 is objected to because of the following informalities: 

• The phrase "wherein the first selectable text element in Lines 1-2 should be 
amended to — wherein one of the fifst-selectable text elements — because 
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multiple "selectable text elements" are previously recited in the claims (see Claim 
30, Lines 3-8). 

• The phrase "wherein activation of the first link? in Lines 2-3 should be amended 
to — wherein activation of the fifst -corresponding electronic link — because 
multiple "electronic links" are previously recited in the claims (see Claim 30, Lines 
3-8). 



Claim 35 is objected to because of the following informalities: 

• The phrase "wherein the first selectable text element in Lines 1-2 should be 
amended to — wherein one of the fifs^selectable text elements — because 
multiple "selectable text elements" are previously recited in the claims (see Claim 
30, Lines 3-8). 

• The phrase "wherein the first electronic file" in Lines 2-3 should be amended to 
— wherein the fifs^ correspondinq electronic file — because multiple "electronic 
files" are previously recited in the claims (see Claim 30, Lines 3-8). 

Claim 36 is objected to because of the following informalities: 

• The phrase "includes an audio modules" in Lines 1-2 should be amended to — 
includes an audio module[[s]] — so that the phrase is grammatically correct. 

• The phrase "wherein when the first link is activated' in Line 2 should be amended 
to — wherein when the fifst -corresponding electronic link is activated — because 
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multiple "electronic links" are previously recited in the claims (see Claim 30, Lines 
3-8). 

• The phrase "the audio unif in Line 2 should be amended to — the audio WHt 
module — because that is how the element is previously identified (see Line 2). 

Claim 39 is objected to because of the following informalities: 

• The phrase "wherein the first electronic file" in Line 2 should be amended to — 
wherein the fifst -correspondinq electronic file — because multiple "electronic 
files" are previously recited in the claims (see Claim 30, Lines 3-8). 

Claim 42 is objected to because of the following informalities: 

• The phrase "wherein activating the first link? in Line 1 should be amended to — 
wherein activating the fast -corresponding electronic link — because multiple 
"electronic links" are previously recited in the claims (see Claim 30, Lines 3-8). 

Claim 43 is objected to because of the following informalities: 

• The phrase "wherein the first electronic" in Line 1 should be amended to — 
wherein the fifst -correspondinq electronic file — because multiple "electronic 
files" are previously recited in the claims (see Claim 30, Lines 3-8). 

• The phrase "a second location" in Line 1 should be amended to — a s e cond 
location — because a "first location" is not previously mentioned in the claims. 
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Claim 48 is objected to because of the following informalities: 

• The phrase "wherein the first electronic file is displayed in an overlay on a page 
of the first electronic link having the selected first location" in Lines 1-2 should be 
amended to — wherein , upon selection of one of the selectable text elements, 
the fast -corresponding electronic file is displayed iFhafhoverlaving en-a page of 
the first electronic fak -book having the selected first l ocat i on selectable text 
element — in order to more clearly and more accurately describe the invention. 

Claim 49 is objected to because of the following informalities: 

• The phrase "wherein the first electronic file is displayed side by side with a page 
of the first electronic link having the selected first selectable text element in 
Lines 1-2 should be amended to — wherein , upon selection of one of the 
selectable text elements, the ftfs ^correspondinq electronic file is displayed side 
by side with a page of the first electronic tif ^book having the selected fifst 
selectable text element — in order to more clearly and more accurately describe 
the invention. 

Claim 50 is objected to because of the following informalities: 

• The phrase "the first selectable text element in Lines 2-3 (two occurrences) 
should be amended to — one of the fifs^selectable text elements — because 
multiple "selectable text elements" are previously recited in the claims (see Claim 
30, Lines 3-8). 
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Claim 51 is objected to because of the following informalities: 

• The phrase "wherein the first electronic file" in Line 1 should be amended to — 
wherein the { ^corresponding electronic file — because multiple "electronic 
files" are previously recited in the claims (see Claim 30, Lines 3-8). 

Claim 52 is objected to because of the following informalities: 

• The phrase "wherein the first electronic file" in Line 1 should be amended to — 
wherein the fifst -corresponding electronic file — because multiple "electronic 
files" are previously recited in the claims (see Claim 30, Lines 3-8). 

Claim 53 is objected to because of the following informalities: 

• The phrase "wherein the first electronic file" in Line 1 should be amended to — 
wherein the first -corresponding electronic file — because multiple "electronic 
files" are previously recited in the claims (see Claim 30, Lines 3-8). 

Claim 54 is objected to because of the following informalities: 

• The phrase "wherein the first electronic file" in Line 1 should be amended to — 
wherein the ^ ^corresponding electronic file — because multiple "electronic 
files" are previously recited in the claims (see Claim 30, Lines 3-8). 
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Claim 91 is objected to because of the following informalities: 
• The phrase "wherein the multiple third components" in Lines 1-2 is objected to 
because "third components" are not previously mentioned in the claims. 



Claim 92 is objected to because of the following informalities: 

• The phrase "an electronic book, the electronic book including components of 
digital data that represent information" in Lines 2-3 should be amended to — an 
electronic book , th e ele ctronic book i nclud i ng compon e nts of d i g i ta l data that 
r e pr e s e nt informat i on — because an "electronic book 1 inherently includes 
"components of digital data that represent information" in that an electronic book 
is made up of "digital data" having "components" that "represent information." 
Thus, the second phrase does not further limit the scope of the "electronic book 1 
and is therefore unnecessary. 

• The phrase "links among the components of the digital data" in Line 4 should be 
amended to — links among [[the ]]components of the d i g i tal data electronic book 
— so that the limitation corresponds to the previously suggested amendment. 

Claim 93 is objected to because of the following informalities: 

• The phrase "an electronic book, the electronic book including components of 
digital data that represent information" in Lines 2-3 should be amended to — an 
electronic book , th e ele ctron i c book i nc l ud i ng compon e nts of d i g i ta l data that 
r e pr e sent information — because an "electronic book' inherently includes 
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"components of digital data that represent information 11 in that an electronic book 
is made up of "digital data" having "components" that "represent information." 
Thus, the second phrase does not further limit the scope of the "electronic book 1 
and is therefore unnecessary. 

• The phrase links among the components of the digital data" in Line 4 should be 
amended to — links among [[the ]]components of the d i gital data electronic book 

— so that the limitation corresponds to the previously suggested amendment. 

Claim 95 is objected to because of the following informalities: 

• The phrase "an electronic book, the electronic book including components of 
digital data that represent information" in Lines 2-3 should be amended to — an 
electronic boo k, th e ele ctron i c book i nc l uding compon e nts of d i gita l data that 
r e pr e s e nt informat i on — because an "electronic book 1 inherently includes 
"components of digital data that represent information 11 in that an electronic book 
is made up of "digital data" having "components" that "represent information." 
Thus, the second phrase does not further limit the scope of the "electronic book 1 
and is therefore unnecessary. 

• The phrase "links among the components of the digital data" in Line 4 should be 
amended to — links among [[the ]]components of the d i gita l data electronic book 

— so that the limitation corresponds to the previously suggested amendment. 
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• The phrase "wherein the first components is located in the electronic book 1 in 
Lines 5-6 should be amended to — wherein the first components]] is located in 
the electronic book — so that the phrase is grammatically correct. 

Claim 98 is objected to because of the following informalities: 

• the phrase "wherein the second component is an network site" in Lines 6-7 
should be amended to — wherein the second component is [[an ]]ajietwork site 
— so the limitation is grammatically correct. 

Claim 99 is objected to because of the following informalities: 

• The phrase "a plurality of electronic books, the electronic books including 
components of digital data that represent information" in Lines 2-3 should be 
amended to — a plurality of electronic books , tho o l octronic book i nclud i ng 
components of d i gital data that r e pr e sent information — because "electronic 
books" inherently include "components of digital data that represent information" 
in that electronic books are made up of "digital data" having "components" that 
"represent information." Thus, the second phrase does not further limit the scope 
of the "electronic books" and is therefore unnecessary. 

• The phrase "wherein a link links among a first and a second component of digital 
data of a corresponding electronic book; wherein when the links are activated, a 
first component is linked to a second component in Lines 6-8 should be 
amended to — wherein a l i nk l i nks among each of the plurality of links connects 
a first and a second component of d i gital data of [[a lithe corresponding 
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electronic bookfMI to a second component of additional information regarding the 
first component: wherein^ when the plurality of links are activated, [[a lithe first 
components [[is f| are linked to [[a lithe second components — so that the 
limitation uses consistent terminology and so that the limitation reads more 
clearly. 

Claim 100 is objected to because of the following informalities: 

• The phrase "wherein the links" in Lines 1-2 should be amended to — wherein the 
plurality of links — so that the claims use consistent terminology 

Claim 101 is objected to because of the following informalities: 

• The phrase "wherein the links* in Lines 1-2 should be amended to — wherein the 
plurality of links — so that the claims use consistent terminology 

Claim 102 is objected to because of the following informalities: 

• The phrase "in the electronic book data" in Line 2 should be amended to — in the 
electronic boo k data — so that the phrase corresponds to a previously suggested 
amendment. 

• The phrase "wherein the second component is located at a location where 
electronic books are orderable and purchasable" in Lines 2-4 should be amended 
to — wherein the second component is l ocatod at a location where electronic 
books are orderable and purchasable — so that the phrase reads more clearly. 
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Claim 109 is objected to because of the following informalities: 
• The phrase "wherein the second component is selected from the group 
consisting of a product catalog, and a service catalog" in Line 2 should be 
amended to — wherein the second component is selected from the group 
consisting of a product catalog[[,]] and a service catalog — so that it is clear that 
the "service catalog" is part of the recited "group" 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 92-95 and 98-100 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 
Claims 92-95 and 98: 

The language of the claim raises a question as to whether the claim is directed 
merely to an abstract idea that would not result in a practical application producing a 
concrete, useful, and tangible result to form the basis of statutory subject matter under 
35 U.S.C. 101. 

In summary, Claims 92, 93, 95 and 98 recite an electronic book system 
comprising an electronic book having components and links. The recited "electronic 
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book," "components" and "links" are simply electronic information. Also, the claims fail 
to recite any computer hardware. Thus, the recited invention is computer software per 
se. 

A computer program is merely a set of instructions capable of being executed by 
a computer. The computer program itself is not a statutory process in that it does not 
include the computer-readable medium needed to realize the functionality of the 
computer program. 

Additionally, Claims 92, 93, 95 and 98 fail to recite a tangible, real-world result in 
that no practical applications of the electronic book system are recited, such as 
displaying an electronic book on a computer monitor or transmitting an electronic book 
via a computer network. 

Accordingly, as currently recited, Claims 92, 93, 95 and 98 are directed to an 
abstract idea that does not produce a concrete, useful and tangible result. 

Claim 94 merely recites that the components are accessible via the Internet. 
Thus, Claim 94 fails to produce a concrete, useful, and tangible result to form the basis 
of statutory subject matter under 35 U.S.C. 101 . 
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Claims 99 and 100: 

The language of the claim raises a question as to whether the claim is directed 
merely to an abstract idea that would not result in a practical application producing a 
concrete, useful, and tangible result to form the basis of statutory subject matter under 
35U.S.C. 101. 

In summary, Claim 99 recites an electronic book system comprising a distant 
operation center and multiple electronic books having components and links. The 
recited "operation center," "electronic book," "components" and "links" are simply 
electronic information and/or software applications. Also, the claims fail to recite any 
computer hardware. Thus, the recited invention is computer software perse. 

A computer program is merely a set of instructions capable of being executed by 
a computer. The computer program itself is not a statutory process in that it does not 
include the computer-readable medium needed to realize the functionality of the 
computer program. 

Additionally, Claim 99 fails to recite a tangible, real-world result in that no 
practical applications of the electronic book system are recited, such as displaying an 
electronic book on a computer monitor or transmitting an electronic book via a computer 
network. 

Accordingly, as currently recited, Claim 99 is directed to an abstract idea that 
does not produce a concrete, useful and tangible result. 
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Claim 100 merely recites that the components are purchasable separately from 
the electronic book. Thus, Claim 100 fails to produce a concrete, useful, and tangible 
result to form the basis of statutory subject matter under 35 U.S.C. 101 . 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 19-25, 80-85, 91 and 102-108 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claims 
contain subject matter that was not described in the Specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventors, at the time the 
application was filed, had possession of the claimed invention. 
Claims 1, 19-25, 91 and 102: 

Claim 1 recites a "first component 1 that comprises "actual text' in an "electronic 
book 1 (see Line 4) and a "second component that is a "links menu" to multiple 
"additional components" (see Lines 5-6). Claim 1 then recites that "clicking on the first 
component . . . creates a link to the second component' (see Lines 7-8). Stated 
differently, the "link 1 between the "actual text 1 and the "links menu" is created when the 
user clicks on the "actual text" 
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The Specification of the present application does not describe the invention this 
way. That is, no link between the "actual texf and the "links menu" is created when the 
user clicks on the "actual text" In fact, there is no link' between the "actual text and 
the u iinks menu" in the present invention. 

Rather, there are only "links" between the "actual texf and the "additional 
components" (recited in Line 6), which comprise dictionary definitions of the "actual texf 
and other similar additional information about the text in the book. The user or the 
programmer manually creates these links, and the links are then automatically 
incorporated into the "links menu" Thus, no "link 1 between the "actual text' and the 
"links menu" is created in the present invention. 

The "links menu" provides a list of "additional components" for the "actual text" 
However, the "links menu" is displayed only when the user clicks on the "show links" 
button (see Figure 19). Thus, no "link' is created between the "actual texf and the 
"links menu" when the user clicks on the "actual text" 

Page 45, Lines 17-23 of the Specification states that, upon selection of a 
component (i.e., "actual texf) with underlying links (note that the "underlying links" were 
previously created, prior to the user clicking on the text in the electronic book), the 
linked material is displayed on the viewer. The "linked material" is the "additional 
components" (see Claim 1 , Line 6), not the "links menu" (see Claim 1 , Line 5). 

For these reasons, Claims 1 , 19-25, 91 and 102 contain subject matter that was 
not described in the Specification in such a way as to reasonably convey to one skilled 
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in the relevant art that the inventors, at the time the application was filed, had 
possession of the claimed invention. 

Claims 80-85: 

Claim 80 also recites displaying a "links menu" in response to a selection of 
"actual text in an electronic document. As stated in the above discussion for Claim 1 , 
the present invention does not operate in this manner. 

Thus, Claims 80-85 contain subject matter that was not described in the 
Specification in such a way as to reasonably convey to one skilled in the relevant art 
that the inventors, at the time the application was filed, had possession of the claimed 
invention. 

Claims 103-108: 

Claim 103 also recites displaying a "links menu" An response to a selection of 
"actual text* in an electronic document. As stated in the above discussion for Claim 1 , 
the present invention does not operate in this manner. 

Thus, Claims 103-108 contain subject matter that was not described in the 
Specification in such a way as to reasonably convey to one skilled in the relevant art 
that the inventors, at the time the application was filed, had possession of the claimed 
invention. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 30, 33-44 and 51-55 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
Claims 30, 33-44 and 51-55: 

Claim 30 recites "activating the first electronic link by selecting the first selectable 
text element, the activating step causing the first electronic file to be displayed 1 (see 
Lines 9-10) and "providing a menu, wherein the menu includes a show links menu" (see 
Line 11). Thus, the "first electronic file" recited in Line 10 appears to be the "links menu" 
recited in Line 1 1 . 

However, Claim 33 recites that the "first selectable text element is a "location in 
an index 11 of the electronic book (see Lines 1-2) and that "activation of the first link 
displays a page" of the electronic book (see Lines 2-3). Thus, the "first electronic file" 
recited in Claim 30, Line 10 appears to be the "page" of the electronic book. 

Accordingly, Claim 30 does not correspond with Claim 33, since the "first 
electronic file" appears to be the "links menu" according to Claim 30 and the "first 
electronic file" appears to be the "page" of the electronic book according to Claim 33. 
The same analysis may be applied to Claims 34-44 and 51-55. 

Accordingly, the scope of the claims is indefinite. 

Applicant may obviate this rejection by deleting the fifth recited limitation from 
Claim 30. However, doing so will affect Claims 46 and 47, which appear to recite 



Application/Control Number: 09/237,828 Page 24 

Art Unit: 2176 

further limitations of the "links menu" recited in the fifth limitation of Claim 30. If 
Applicant chooses to delete the fifth limitation from Claim 30, then Claims 46 and 47 
should also be cancelled. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 30-34, 39, 40, 43, 44, 46, 48-50, 80-82, 85-91, 103 and 104 are 
rejected under 35 U.S.C. 102(b) as being anticipated by DeRose et al., U.S. Patent No. 
5,557,722 (hereinafter, "DeRose"). 
Claim 1: 

DeRose discloses an electronic book system [see Column 1, Lines 13-20 -> 
DeRose discloses this limitation, as clearly indicated in the cited text], comprising: 
• an electronic book, the electronic book including components of digital data that 
represent information [see Figures 3-6, 12-15 and 22 -» DeRose discloses this 
limitation, as clearly indicated in the cited figures. Moreover, an "electronic book" 
inherently includes "components of digital data that represent information" in that 
an electronic book is made up of "digital data" having "components" that 
"represent information."]; 



Application/Control Number: 09/237,828 Page 25 

Art Unit: 2176 

• a first component of actual text of the electronic book [see Figures 12 and 14; 
see Column 15, Lines 43-47 -» DeRose discloses this limitation in that the 
electronic book comprises a table of contents]; 

• a second component, wherein the second component is a links menu to a 
plurality of additional components [see Figures 12, 14 and 22; see Column 15, 
Lines 43-47; see Column 22, Line 63 through Column 23, Line 36 -* DeRose 
discloses this limitation in that, when a user clicks on a section of the electronic 
book in the table of contents, the system displays that section and icons for the 
annotations of that section], 

wherein the first component is configured such that clicking on the first component of 
actual text of the electronic book creates a link to the second component [see Figures 
12, 14 and 22; see Column 15, Lines 43-47; see Column 22, Line 63 through Column 
23, Line 36 -> DeRose discloses this limitation in that, when a user clicks on a section 
of the electronic book in the table of contents, the system retrieves that section and the 
annotations associated with that section. The system subsequently displays the 
selected section and icons for the annotations associated with that section.]. 

Claim 30: 

DeRose discloses a method for linking electronic files to electronic books [see 
Figure 22 DeRose discloses this limitation, as clearly indicated in the cited figure], 
comprising: 
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• identifying a first selectable text element that is a section of the actual text in a 
first electronic book [see Figures 12 and 14; see Column 15, Lines 43-47 -» 
DeRose discloses this limitation in that the electronic book comprises a table of 
contents including user-selectable sections of the electronic book]; 

• associating a first electronic file with the first selectable text element, wherein the 
associating step creates a first electronic link [see Figures 12, 14 and 22; see 
Column 15, Lines 43-47; see Column 22, Line 63 through Column 23, Line 36 -* 
DeRose discloses this limitation in that, when a user clicks on a section of the 
electronic book in the table of contents, the system retrieves that section and the 
annotations associated with that section. The system subsequently displays the 
selected section and icons for the annotations associated with that section.]; 

• repeating the identifying and associating steps, the repeated steps creating 
electronic links [DeRose discloses this limitation in that, as indicated in the 
previous discussion, the system retrieves every annotation associated with the 
selected section]; 

• activating the first electronic link by selecting the first selectable text element, the 
activating step causing the first electronic file to be displayed [see Column 22, 
Line 63 through Column 23, Line 36 -» DeRose discloses this limitation in that 
the system displays one of the annotations associated with the selected section 
when the user clicks on the corresponding icon]; and 

• providing a menu, wherein the menu includes a show links menu, and wherein 
the show links menu displays all available electronic links associated with a 
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selected selectable text element in the first electronic link [DeRose discloses this 
limitation in that, as indicated in the previous discussion, the system retrieves 
and displays every annotation associated with the selected section]. 

Claim 31: 

DeRose discloses the method of Claim 30, wherein the electronic books are 
stored in an electronic book unit [see Figure 1 , element 30]. 

Claim 32: 

DeRose discloses the method of Claim 31, wherein the electronic book unit, 
comprises: 

• a memory that stores the electronic books and selected electronic files [see 
Figure 1 , element 34]; 

• a display that displays the electronic books and the electronic files [see Figure 1 , 
element 36]; 

• a control unit adapted to receive commands from a user [see Figure 1 , element 
32]; -and 

• a controller that controls operation of the electronic book unit and activation of 
the electronic links [see Figure 1 , element 32]. 
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Claim 33: 

DeRose discloses the method of Claim 30, wherein the first selectable text 
element is a location in an index of the first electronic book, wherein activation of the 
first link displays a page of the first electronic book associated with the location in the 
index [see Figures 12 and 13; see Column 17, Lines 27-43 -> DeRose discloses this 
limitation in that the system allows the user to search for a particular word within the 
document using a lookup window. The system then displays the table of contents and 
indicates how many times the search word appears in the various sections of the table 
of contents. This is the equivalent of the recited "index" The user may then click on a 
relevant section of the table of contents to display the relevant section]. 

Claim 34: 

DeRose discloses the method of Claim 30, wherein the first selectable text 
element is a location in a table of contents of the first electronic book, and wherein 
activation of the first link displays a page of the first electronic book associated with the 
location in the table of contents [see Figures 12 and 14; see Column 15, Lines 43-47 -» 
DeRose discloses this limitation in that the system allows the user to select a section of 
the document within a table of contents and displays the selected section]. 

Claim 39: 

DeRose discloses the method of Claim 30, wherein the electronic book unit is 
connected to a telecommunications network, and wherein the first electronic file is 
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stored in a database in the telecommunications network [see Column 24, Lines 29-40 
DeRose discloses this limitation in that the system operates on a computer network 
that allows the electronic books, and their associated elements, to be shared]. 

Claim 40: 

DeRose discloses the method of Claim 39, wherein the telecommunications 
network includes one of a telephone system, a cable television system, a wireless 
telephone system, a digital satellite television system, a fiber optic system, an Ethernet, 
and a wireless television system [see Column 24, Lines 29-40 DeRose discloses this 
limitation in that the system operates on a computer network that allows the electronic 
books, and their associated elements, to be shared. This disclosure implies, at a 
minimum, that the "network" included a "telephone system" in that such networks 
included telephone modems and systems that enabled electronic information to be 
transferred.]. 

Claim 43: 

DeRose discloses the method of Claim 30, wherein the first electronic is a 
second location in a second electronic book [see Column 8, Lines 1 7-24 -» DeRose 
discloses this limitation in that the system comprises cross-references that link relevant 
sections of separate documents]. 
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Claim 44: 

DeRose discloses the method of Claim 43, wherein the first and the second 
electronic books are stored in an electronic book unit [see Figure 1 , element 30]. 

Claim 46: 

DeRose discloses the method of Claim 30, wherein a desired electronic link is 
selected from the displayed available electronic links [see Column 22, Line 63 through 
Column 23, Line 36 -* DeRose discloses this limitation in that the system displays one 
of the annotations associated with the selected section when the user clicks on the 
corresponding icon]. 

Claim 48: 

DeRose discloses the method of Claim 30, wherein the first electronic file is 
displayed in an overlay on a page of the first electronic link having the selected first 
location [see Figures 12-14; see Column 3, Lines 27-50; see Column 22, Line 63 
through Column 23, Line 36 -» DeRose discloses this limitation, as clearly indicated in 
the cited figures and text]. 

Claim 49: 

DeRose discloses the method of Claim 30, wherein the first electronic file is 
displayed side by side with a page of the first electronic link having the selected first 
selectable text element [see Figures 12-14; see Column 3, Lines 27-50; see Column 22, 
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Line 63 through Column 23, Line 36 DeRose discloses this limitation, as clearly 
indicated in the cited figures and text]. 

Claim 50: 

DeRose discloses the method of Claim 30, wherein the activating step comprises 
operating a pointing device and a cursor to highlight the first selectable element and 
operating a select button to select the first selectable text element [see Column 1 5, 
Lines 37-47 -» DeRose discloses this limitation, as clearly indicated in the cited text]. 

Claim 80: 

This claim corresponds to the subject matter recited in Claims 1 and 30. Thus, 
DeRose discloses every limitation of Claim 80, as indicated in the above rejections for 
Claims 1 and 30. 

Cla im 81: 

This claim corresponds to the subject matter recited in Claim 34. Thus, DeRose 
discloses every limitation of Claim 81 , as indicated in the above rejection for Claim 34. 

Claim 82: 

This claim corresponds to the subject matter recited in Claim 43. Thus, DeRose 
discloses every limitation of Claim 82, as indicated in the above rejection for Claim 43. 
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Claim 85: 

This claim corresponds to the subject matter recited in Claim 34. Thus, DeRose 
discloses every limitation of Claim 85, as indicated in the above rejection for Claim 34. 

Claim 86: 

This claim corresponds to the subject matter recited in Claim 30. Thus, DeRose 
discloses every limitation of Claim 86, as indicated in the above rejection for Claim 30. 

Claim 87: 

This claim corresponds to the subject matter recited in Claim ,30. Thus, DeRose 
discloses every limitation of Claim 87, as indicated in the above rejection for Claim 30. 

Claim 88: 

This claim corresponds to the subject matter recited in Claim 30. Thus, DeRose 
discloses every limitation of Claim 88, as indicated in the above rejection for Claim 30. 

C/a/>7? 89: 

DeRose discloses the method of Claim 86, wherein the created link provides 
access from the selected additional content to the selected content associated with the 
electronic book [see Column 15, Lines 43-56 -* DeRose discloses this limitation in that 
the text of the electronic books contain cross-references that allow the user to flip back 
and forth between the linked cross-referenced elements of the books]. 
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Claim 90: 

DeRose discloses the method of Claim 86, wherein the created link is a two-way 
link [see Column 15, Lines 43-56 -» DeRose discloses this limitation in that the text of 
the electronic books contain cross-references that allow the user to flip back and forth 
between the linked cross-referenced elements of the books]. 

Claim 91: 

DeRose discloses the method of Claim 1, wherein the multiple third components 
relate to the information represented by the first component [see Figures 12, 14 and 22; 
see Column 15, Lines 43-47; see Column 22, Line 63 through Column 23, Line 36 -> 
DeRose discloses this limitation in that, when a user clicks on a section of the electronic 
book in the table of contents, the system retrieves that section and the annotations 
associated with that section. The system subsequently displays the selected section 
and icons for the annotations associated with that section. Additionally, the system 
displays the annotations when the corresponding icons are clicked upon by the user.]. 

Claim 103: 

This claim corresponds to the subject matter recited in Claim 30. Thus, DeRose 
discloses every limitation of Claim 103, as indicated in the above rejection for Claim 30. 
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Claim 104: 

This claim corresponds to the subject matter recited in Claims 30 and 91. Thus, 
DeRose discloses every limitation of Claim 104, as indicated in the above rejection for 
Claims 30 and 91. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 35, 36, 51 , 52, 83 and 84 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over DeRose, in view of Reed et al., U.S. Patent No. 5,241,671 

(hereinafter, "Reed"). 

Claim 35: 

As indicated in the above discussion, DeRose discloses every limitation of Claim 

30. 

DeRose fails to expressly disclose: 
• [a] first selectable text element [that] is one of a word and a phrase in the first 
electronic book; and 
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• [a] first electronic file [that] is a location in a dictionary that defines the word or 
phrase. 

Reed teaches a computer search system for retrieving textual information from a 
database [see Column 1 , Lines 8-1 1 -> Reed teaches this limitation, as clearly indicated 
in the cited text], comprising: 

• [a] first selectable text element [that] is one of a word and a phrase in the first 
electronic book [see Column 1 1 , Line 53 through Column 12 Line 2 Reed 
teaches this limitation in that the system displays an electronic document and 
allows the user to click on a word in the document]; and 

• [a] first electronic file [that] is a location in a dictionary that defines the word or 
phrase [see Column 1 1 f Line 53 through Column 12 Line 2 -» Reed teaches this 
limitation in that, upon the user clicking on the word, the system displays a 
dictionary definition for the word], 

for the purpose of defining words in the electronic document for the user. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in DeRose, to include: 

• [a] first selectable text element [that] is one of a word and a phrase in the first 
electronic book; and 

• [a] first electronic file [that] is a location in a dictionary that defines the word or 
phrase, 
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for the purpose of defining words in the electronic document for the user, as taught in 
Reed. 



Claim 36: 

DeRose fails to expressly disclose: 

• [an] electronic book unit [that] includes an audio modules, wherein when the first 
link is activated, the audio unit provides an audio presentation giving a 
pronunciation of the word or phrase. 

Reed teaches a computer search system for retrieving textual information from a 
database [see Column 1, Lines 8-1 1 -» Reed teaches this limitation, as clearly indicated 
in the cited text], comprising: 

• [an] electronic book unit [that] includes an audio modules, wherein when the first 
link is activated, the audio unit provides an audio presentation giving a 
pronunciation of the word or phrase [see Column 11, Line 53 through Column 12 
Line 11-* Reed teaches this limitation in that the system displays an electronic 
document and allows the user to click on a word in the document. Upon the user 
clicking on the word, the system gives an audio pronunciation of the word], 

for the purpose of demonstrating the correct pronunciation of words in the electronic 
document for the user. 
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Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in DeRose, to include: 

• [an] electronic book unit [that] includes an audio modules, wherein when the first 
link is activated, the audio unit provides an audio presentation giving a 
pronunciation of the word or phrase, 

for the purpose of demonstrating the correct pronunciation of words in the electronic 
document for the user, as taught in Reed. 

Claim 51: 

DeRose fails to expressly disclose: 

• [a] first electronic file [that] is an audio presentation. 

Reed teaches a computer search system for retrieving textual information from a 
database [see Column 1 , Lines 8-1 1 -» Reed teaches this limitation, as clearly indicated 
in the cited text], comprising: 

• [a] first electronic file [that] is an audio presentation [see Column 1 1 , Line 53 
through Column 12 Line 1 1 Reed teaches this limitation in that the system 
displays an electronic document and allows the user to click on a word in the 
document. Upon the user clicking on the word, the system gives an audio 
pronunciation of the word], 
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for the purpose of demonstrating the correct pronunciation of words in the electronic 
document for the user. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in DeRose, to include: 

• [a] first electronic file [that] is an audio presentation, 

for the purpose of demonstrating the correct pronunciation of words in the electronic 
document for the user, as taught in Reed. 

Claim 52: 

DeRose fails to expressly disclose: 

• [a] first electronic file [that] is an video presentation. 

Reed teaches a computer search system for retrieving textual information from a 
database [see Column 1 , Lines 8-1 1 -» Reed teaches this limitation, as clearly indicated 
in the cited text], comprising: 

• [a] first electronic file [that] is an video presentation [see Column 1 3, Lines 21-25 
-» Reed teaches this limitation in that the system displays videos associated with 
the text of an electronic document], 

for the purpose of displaying to the user additional information related to the electronic 
document. 
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Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in DeRose, to include: 

• [a] first electronic file [that] is an video presentation, 
for the purpose of displaying to the user additional information related to the electronic 
document, as taught in Reed. 

Claim 83: 

This claim corresponds to the subject matter recited in Claims 36 and 51 . Thus, 
DeRose, in view of Reed, discloses/teaches every limitation of Claim 83 and provides 
proper motivation, as indicated in the above rejections for Claims 36 and 51. 

Claim 84: 

This claim corresponds to the subject matter recited in Claims 36, 51 and 52. 
Thus, DeRose, in view of Reed, discloses/teaches every limitation of Claim 84 and 
provides proper motivation, as indicated in the above rejections for Claims 36, 51 and 
52. 
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Claims 37 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DeRose, in view of Reed, and further in view of Munyan, U.S. Patent No. 
5,761,485 (hereinafter, "Munyan"). 
Claim 37: 

As indicated in the above discussion, DeRose, in view of Reed, 
discloses/teaches every limitation of Claim 35. 



DeRose, in view of Reed, fails to expressly disclose/teach: 

• [a] dictionary [that] is a foreign language dictionary; and 

• [an] electronic file [that] is displayed in a foreign language. 



Munyan teaches an electronic book system [see Column 1 , Lines 6-15 ^ 
Munyan teaches this limitation, as clearly indicated in the cited text], comprising: , 

• [a] dictionary [that] is a foreign language dictionary [see Column 7, Lines 16-24; 
see Column 10, Lines 34-40 -» Munyan teaches this limitation in that the system 
comprises electronic books written in foreign languages and preloaded 
dictionaries that enable a user to look up the meaning of words]; and 

• [an] electronic file [that] is displayed in a foreign language [see Column 1 0, Lines 
34-40 -> Munyan teaches this limitation in that the system comprises electronic 
books written in foreign languages], 

for the purpose of defining words in the electronic book for the user. 
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Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed/taught in DeRose, in 
view of Reed, to include: 

• [a] dictionary [that] is a foreign language dictionary; and 

• [an] electronic file [that] is displayed in a foreign language, 

for the purpose of defining words in the electronic book for the user, as taught in 
Munyan. 

Claim 38: 

As indicated in the above discussion, DeRose, in view of Reed, 
discloses/teaches every limitation of Claim 35. 

DeRose, in view of Reed, fails to expressly disclose/teach: 

• [an] electronic book unit [that] activates a selected foreign language selection 
feature; and 

• [an] electronic book unit [that] activates a selected foreign language dictionary 
based on an input from the foreign language selection feature. 

Munyan teaches an electronic book system [see Column . 1, Lines 6-15 -* 
Munyan teaches this limitation, as clearly indicated in the cited text], comprising: 
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• [an] electronic book unit [that] activates a selected foreign language selection 
feature [see Column 10, Lines 34-40 Munyan teaches this limitation in that the 
system allows the user to access a foreign language bookstore]; and . 

• [an] electronic book unit [that] activates a selected foreign language dictionary 
based on an input from the foreign language selection feature [see Column 7, 
Lines 16-24; see Column 10, Lines 34-40 -> Munyan teaches this limitation in 
that the system comprises electronic books written in foreign languages and 
preloaded dictionaries that enable a user to look up the meaning of words], 

for the purpose of allowing a user to view electronic books written in foreign languages 
and defining words in the electronic books for the user. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed/taught in DeRose, in 
view of Reed, to include: 

• [an] electronic book unit [that] activates a selected foreign language selection 
feature; and 

• [an] electronic book unit [that] activates a selected foreign language dictionary 
based on an input from the foreign language selection feature. 

for the purpose of allowing a user to view electronic books written in foreign languages 
and defining words in the electronic books for the user, as taught in Munyan. 
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Claims 41, 42, 93, 94, 99, 106 and 107 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over DeRose, in view of Reynolds et al., U.S. Patent No. 6,052,717 
(hereinafter, "Reynolds"). 
Claim 41: 

As indicated in the above discussion, DeRose discloses every limitation of Claim 

39. 

DeRose fails to expressly disclose: 

• [a] database [that] is part of an Internet web site. 

Reynolds teaches an interactive Web book system [see Column 2, Lines 24-26 
-> Reynolds teaches this limitation, as clearly indicated in the cited text], comprising: 

• an electronic book unit [that] is connected to a telecommunications network [see 
Column 2, Line 56 through Column 3, Line 16 -> Reynolds teaches this limitation 
in that the system includes electronic books and additional content, all of which 
are part of the Internet]; 

• a first electronic file [that] is stored in a database in the telecommunications 
network [see Column 3, Line 27 through Column 5, Line 2 -> Reynolds teaches 
this limitation in that the system allows users to contribute additional content to 
the electronic books. The additional content is linked to the corresponding 
electronic book and stored on servers connected to the Internet]; 
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wherein the database is a part of an Internet web site [see Column 3, Line 27 through 
Column 5, Line 2 -> Reynolds teaches this limitation in that the system allows users to 
contribute additional content to the electronic books. The additional content is linked to 
the corresponding electronic book and stored on servers connected to the Internet], 
for the purpose of allowing users to contribute additional information to electronic books. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in DeRose, to include: 

• [a] database [that] is part of an Internet web site, 

for the purpose of allowing users to contribute additional information to electronic books, 
as taught in Reynolds. 

Claim 42: 

DeRose fails to expressly disclose: 

• activating the first link provides access to the Internet web site. 

Reynolds teaches an interactive Web book system [see Column 2, Lines 24-26 
-» Reynolds teaches this limitation, as clearly indicated in the cited text], wherein 
activating [a] first link provides access to the Internet web site [see Column 3, Line 27 
through Column 5, Line 2 -> Reynolds teaches this limitation in that the system allows 
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users to view the contributed additional content of the electronic books by clicking on 
links in the electronic book], 

for the purpose of allowing users to view the contributed additional information to 
electronic books. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in DeRose, to include: 

• activating the first link provides access to the Internet web site, 
for the purpose of allowing users to contribute additional information to electronic books, 
as taught in Reynolds. 

Claim 93: 

This claim corresponds to the subject matter recited in Claims 41 and 42. Thus, 
DeRose, in view of Reynolds, discloses/teaches every limitation of Claim 93 and 
provides proper motivation, as indicated in the above rejections for Claims 41 and 42. 

Claim 94: 

This claim corresponds to the subject matter recited in Claims 41 and 42. Thus, 
DeRose, in view of Reynolds, discloses/teaches every limitation of Claim 94 and 
provides proper motivation, as indicated in the above rejections for Claims 41 and 42. 
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Claim 99: 

DeRose discloses an electronic book distribution system [see Column 1 , Lines 
13-20 -* DeRose discloses this limitation, as clearly indicated in the cited text], 
comprising: 

• a data repository [see Figure 1 , elements 30 and 34] that is configured to store: 

• a plurality of electronic books, the electronic books including components of 
digital data that represent information [see Figures 3-6, 12-15 and 22; see 
Column 8, Lines 1 7-24 -» DeRose discloses this limitation, as clearly indicated in 
the cited figures and text. Moreover, an "electronic book? 1 inherently includes 
"components of digital data that represent information" in that an electronic book 
is made up of "digital data" having "components" that "represent information."]; 
and 

• a plurality of links corresponding to at least one of the plurality of electronic books 
[see Figures 12, 14 and 22; see Column 15, Lines 43-47; see Column 22, Line 
63 through Column 23, Line 36 -» DeRose discloses this limitation in that the 
electronic book comprises a table of contents, and, when a user clicks on a 
section of the electronic book in the table of contents, the system displays that 
section and icons for the annotations of that section], wherein a link links among 
a first and a second component of digital data of a corresponding electronic book 
[see Figures 12, 14 and 22; see Column 15, Lines 43-47; see Column 22, Line 
63 through Column 23, Line 36 -» DeRose discloses this limitation in that, when 

a user clicks on a section of the electronic book in the table of contents, the 
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system retrieves that section and the annotations associated with that section. 
The system subsequently displays the selected section and icons for the 
annotations associated with that section.]; wherein when the links are activated, 
a first component is linked to a second component [see Figures 12, 14 and 22; 
see Column 15, Lines 43-47; see Column 22, Line 63 through Column 23, Line 
36 -* DeRose discloses this limitation in that, when a user clicks on a section of 
the electronic book in the table of contents, the system retrieves that section and 
the annotations associated with that section. The system subsequently displays 
the selected section and icons for the annotations associated with that section.]. 

DeRose fails to expressly disclose: 

• a distant operation center, 

wherein the operation center is configured to allow the selection and distribution of links 
separate from the electronic book to which it corresponds. 

Reynolds teaches an interactive Web book distribution system [see Column 2, 
Lines 24-26 Reynolds teaches this limitation, as clearly indicated in the cited text], 
comprising: 

• a distant operation center [storing a plurality of books and links among first and 
second components of the books] [see Column 2, Line 56 through Column 5, 
Line 2 -> Reynolds teaches this limitation in that the system allows users to 
contribute additional content to the electronic books via the Internet (i.e., the 
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"distant operation centef). The additional content is linked to the corresponding 
electronic book and stored on servers connected to the Internet], 
wherein the operation center is configured to allow the selection and distribution of links 
separate from the electronic book to which it corresponds [see Column 3, Line 27 
through Column 1 1 , Line 49 Reynolds discloses this limitation in that the system 
stores the additional content on web pages that are separate from the electronic book], 
for the purpose of distinguishing the various items of additional content for the electronic 
books. 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the system, disclosed in DeRose, to include: 

• a distant operation center, 
wherein the operation center is configured to allow the selection and distribution of links 
separate from the electronic book to which it corresponds, 

for the purpose of distinguishing the various items of additional content for the electronic 
books, as taught in Reynolds. 

Claim 106: 

This claim corresponds to the subject matter recited in Claim 93. Thus, DeRose, 
in view of Reynolds, discloses/teaches every limitation of Claim 106 and provides 
proper motivation, as indicated in the above rejections for Claim 93. 



Application/Control Number: 09/237,828 Page 49 

Art Unit: 2176 

Claim 107: 

This claim corresponds to the subject matter recited in Claim 94. Thus, DeRose, 
in view of Reynolds, discloses/teaches every limitation of Claim 107 and provides 
proper motivation, as indicated in the above rejections for Claim 94. 



Claims 53-55, 92, 102 and 105 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DeRose, in view of Munyan. 
Claim 53: 

As indicated in the above discussion, DeRose discloses every limitation of Claim 

30. 

DeRose fails to expressly disclose: 

• [a] first electronic file [that] is a location where products can be ordered and 
purchased. 

Munyan teaches an electronic book system [see Column 1 , Lines 6-15 -> 
Munyan teaches this limitation, as clearly indicated in the cited text], comprising: 

• [a] first electronic file [that] is a location where products can be ordered and 
purchased [see Column 9, Lines 39-54 -> Munyan teaches this limitation in that 
the system comprises an online bookstore through which users may purchase 
and download electronic books], 
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for the purpose of providing easy and timely accessibility to new publications (see 
Column 4, Lines 43-45). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in DeRose, to include: 

• [a] first electronic file [that] is a location where products can be ordered and 
purchased, 

for the purpose of providing easy and timely accessibility to new publications, as taught 
in Munyan. 

Claim 54: 

DeRose fails to expressly disclose: 

• [a] first electronic file [that] is a location where books can be ordered and 
purchased, 

Munyan teaches an electronic book system [see Column 1, Lines 6-15 -> 
Munyan teaches this limitation, as clearly indicated in the cited text], comprising: 

• [a] first electronic file [that] is a location where books can be ordered and 
purchased [see Column 9, Lines 39-54 -> Munyan teaches this limitation in that 
the system comprises an online bookstore through which users may purchase 
and download electronic books], 
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for the purpose of providing easy and timely accessibility to new publications (see 
Column 4, Lines 43-45). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in DeRose, to include: 

• [a] first electronic file [that] is a location where books can be ordered and 
purchased, 

for the purpose of providing easy and timely accessibility to new publications, as taught 
in Munyan. 

Claim 55: 

DeRose fails to expressly disclose: 

• [a] first electronic file [that] is a location where electronic books can be ordered 
and purchased. 

Munyan teaches an electronic book system [see Column 1 , Lines 6-15 -> 
Munyan teaches this limitation, as clearly indicated in the cited text], comprising: 

• [a] first electronic file [that] is a location where electronic books can be ordered 
and purchased [see Column 9, Lines 39-54 -» Munyan teaches this limitation in 
that the system comprises an online bookstore through which users may 
purchase and download electronic books], 
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for the purpose of providing easy and timely accessibility to new publications (see 
Column 4, Lines 43-45). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the method, disclosed in DeRose, to include: 
• [a] first electronic file [that] is a location where electronic books can be ordered 
and purchased, 

for the purpose of providing easy and timely accessibility to new publications, as taught 
in Munyan. 

Claim 92: 

This claim corresponds to the subject matter recited in Claims 53-55. Thus, 
DeRose, in view of Munyan, discloses/teaches every limitation of Claim 92 and provides 
proper motivation, as indicated in the above rejections for Claims 53-55. 

Claim 102: 

This claim corresponds to the subject matter recited in Claims 53-55. Thus, 
DeRose, in view of Munyan, discloses/teaches every limitation of Claim 102 and 
provides proper motivation, as indicated in the above rejections for Claims 53-55. 
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Claim 105: 

This claim corresponds to the subject matter recited in Claim 92. Thus, DeRose, 
in view of Munyan, discloses/teaches every limitation of Claim 105 and provides proper 
motivation, as indicated in the above rejections for Claim 92. 

Claims 95-97, 100, 101 and 109-112 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over DeRose, in view of Reynolds, and further in view of Munyan. 
Claim 95: 

DeRose discloses an electronic book system [see Column 1 , Lines 13-20 
DeRose discloses this limitation, as clearly indicated in the cited text], comprising: 

• an electronic book, the electronic book including components of digital data that 
represent information [see Figures 3-6, 12-15 and 22 -» DeRose discloses this 
limitation, as clearly indicated in the cited text. Moreover, an "electronic book' 
inherently includes "components of digital data that represent information" in that 
an electronic book is made up of "digital data" having "components" that 
"represent information."]; and 

• links among the components of the digital data [see Column 8, Lines 1 7-24 
DeRose discloses this limitation in that the system comprises cross-references 
that link relevant sections of separate documents]; 
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wherein when the links are activated, a first component is linked to a second component 
[see Column 8, Lines 17-24 -* DeRose discloses this limitation in that, when a user 
clicks on a cross-reference, the system displays the cross-referenced documents]; 
wherein the first components is located in the electronic book [see Column 8, Lines 17- 
24 -> DeRose discloses this limitation in that the cross-references are located in the 
electronic books]; and 

wherein the second component is located in a data repository [see Figure 1 , element 
34], the data repository including a list of available books related to the first component 
[see Figure 1 , element 34 -» DeRose discloses this limitation in that the mass storage 
device stores all of the electronic books of the system]. 

DeRose fails to expressly disclose: 

• [a] second component [that] is located in a distant data repository. 

Reynolds teaches an interactive Web book system [see Column 2, Lines 24-26 
-» Reynolds teaches this limitation, as clearly indicated in the cited text], comprising: 

• [a] second component [that] is located in a distant data repository [see Column 
3, Line 27 through Column 5, Line 2 -* Reynolds teaches this limitation in that 
the system allows users to contribute additional content to the electronic books. 
The additional content is linked to the corresponding electronic book and stored 
on servers connected to the Internet], 

for the purpose of allowing users to contribute additional information to electronic books. 
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Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the system, disclosed in DeRose, to include: 

• [a] second component [that] is located in a distant data repository, 

for the purpose of allowing users to contribute additional information to electronic books, 
as taught in Reynolds. 

DeRose, in view of Reynolds, fails to expressly disclose/teach: 

• ordering at least one of the books for delivery. 

Munyan teaches an electronic book system [see Column 1 , Lines 6-15 ^ 
Munyan teaches this limitation, as clearly indicated in the cited text], comprising: 

• ordering at least one of the books for delivery [see Column 9, Lines 39-54 -» 
Munyan teaches this limitation in that the system comprises an online bookstore 
through which users may purchase and download electronic books], 

for the purpose of providing easy and timely accessibility to new publications (see 
Column 4, Lines 43-45). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the system, disclosed/taught in DeRose, in 
view of Reynolds, to include: 

• ordering at least one of the books for delivery, 
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for the purpose of providing easy and timely accessibility to new publications, as taught 
in Munyan. 



Claim 96: 

DeRose, in view of Reynolds, fails to expressly disclose/teach: 

• electronic books [that] are [ordered and] delivered by transmission via a 
telecommunications system. 

Munyan teaches an electronic book system [see Column 1 , Lines 6-15 ^ 
Munyan teaches this limitation, as clearly indicated in the cited text], comprising: 

• electronic books [that] are [ordered and] delivered by transmission via a 
telecommunications system [see Column 9, Lines 39-54 -» Munyan teaches this 
limitation in that the system comprises an online bookstore through which users 
may purchase and download electronic books], 

for the purpose of providing easy and timely accessibility to new publications (see 
Column 4, Lines 43-45). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the system, disclosed/taught in DeRose, in 
view of Reynolds, to include: 
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• electronic books [that] are [ordered and] delivered by transmission via a 
telecommunications system, 
for the purpose of providing easy and timely accessibility to new publications, as taught 
in Munyan. 



Claim 97: 

Munyan teaches [an] electronic book system, wherein the telecommunications 
network is selected from a group consisting of a publicly switched telephone network, a 
cable television system, a wireless telephone system, a digital satellite television 
system, a fiber optic system, an Ethernet network, and a wireless television system [see 
Column 9, Lines 39-54 -» Munyan teaches this limitation in that the system comprises 
an online bookstore through which users may purchase and download electronic 
books]. 

Claim 100: 

As indicated in the above discussion, DeRose, in view of Reynolds, 
discloses/teaches every limitation of Claim 99 and provides proper motivation. 

DeRose, in view of Reynolds, fails to expressly disclose/teach: 
• links [that] are purchasable separately from the electronic book. 
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Munyan teaches an electronic book system [see Column 1, Lines 6-15 
Munyan teaches this limitation, as clearly indicated in the cited text], comprising: 

• links [that] are purchasable separately from the electronic book [see Column 1 0, 
Lines 41-62 -» Munyan teaches this limitation in that the system comprises 
subscription services for online publications], 

for the purpose of providing easy and timely accessibility to new publications (see 
Column 4, Lines 43-45). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the system, disclosed/taught in DeRose, in 
view of Reynolds, to include: 

• links [that] are purchasable separately from the electronic book, 

for the purpose of providing easy and timely accessibility to new publications, as taught 
in Munyan. 

Claim 101: 

DeRose, in view of Reynolds, fails to expressly disclose/teach: 

• links [that] are transmitted separately from delivery of the electronic book. 

Munyan teaches an electronic book system [see Column 1 , Lines 6-15 -» 
Munyan teaches this limitation, as clearly indicated in the cited text], comprising: 



Application/Control Number: 09/237,828 Page 59 

Art Unit: 2176 

• links [that] are transmitted separately from delivery of the electronic book [see 
Column 10, Lines 41-62 Munyan teaches this limitation in that the system 
comprises subscription services for online publications], 

for the purpose of providing easy and timely accessibility to new publications (see 
Column 4, Lines 43-45). 

Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the system, disclosed/taught in DeRose, in 
view of Reynolds, to include: 

• links [that] are transmitted separately from delivery of the electronic book, 

for the purpose of providing easy and timely accessibility to new publications, as taught 
in Munyan. 

Claim 109: 

This claim corresponds to the subject matter recited in Claims 99-101. Thus, 
DeRose, in view of Herz, and further in view of Munyan, discloses/teaches every 
limitation of Claim 109 and provides proper motivation, as indicated in the above 
rejections for Claims 99-1 01 . 
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Claim 110: 

This claim corresponds to the subject matter recited in Claims 99-101 . Thus, 
DeRose, in view of Herz, and further in view of Munyan, discloses/teaches every 
limitation of Claim 110 and provides proper motivation, as indicated in the above 
rejections for Claims 99-1 01 . 

Claim 111: 

This claim corresponds to the subject matter recited in Claims 99-101 . 

Additionally, DeRose discloses "refreshing" links between the "first components" 
and the "second components" in that users may add annotations to the electronic books 
[see Column 22, Line 63 through Column 24, Line 28]. ' 

Thus, DeRose, in view of Herz, and further in view of Munyan, discloses/teaches 
every limitation of Claim 110 and provides proper motivation, as indicated in the above 
rejections for Claims 99-1 01 . 

Claim 112: 

This claim corresponds to the subject matter recited in Claims 99-101 . Thus, 
DeRose, in view of Herz, and further in view of Munyan, discloses/teaches every 
limitation of Claim 112 and provides proper motivation, as indicated in the above 
rejections for Claims 99-101 . 
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Claims 98 and 108 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over DeRose, in view of Herz, U.S. Patent No. 6,460,036 (hereinafter, "Herz"). 
Claim 98: 

DeRose discloses an electronic book system [see Column 1 , Lines 13-20 -» 
DeRose discloses this limitation, as clearly indicated in the cited text], comprising: 

• an electronic book, the electronic book including components of digital data that 
represent information [see Figures 3-6, 12-15 and 22 -* DeRose discloses this 
limitation, as clearly indicated in the cited text. Moreover, an "electronic book* 
inherently includes "components of digital data that represent information" in that 
an electronic book is made up of "digital data" having "components" that 
"represent information."]; and 

• links among the components of the digital data [see Figures 3-6, 12-1 5 and 22 -> 
DeRose discloses this limitation in that the system includes links between the 
various components of the system illustrated in the cited figures]; 

wherein, when the links are activated, a first component is linked to a second 
component [see Figures 12, 14 and 22; see Column 15, Lines 43-47; see Column 22, 
Line 63 through Column 23, Line 36 -» DeRose discloses this limitation in that, when a 
user clicks on a section of the electronic book in the table of contents, the system 
retrieves that section and the annotations associated with that section. The system 
subsequently displays the selected section and icons for the annotations associated 
with that section.]; [and] wherein the first component is located in the electronic book 
[see Figures 12 and 14; see Column 15, Lines 43-47 -> DeRose discloses this limitation 
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in that the electronic book comprises a table of contents including user-selectable 
sections of the electronic book]. 

DeRose fails to expressly disclose: 

• [a] second component [that] is an network site including an address of one or 
more news groups related to the first component 

Herz teaches a system for providing electronic documents and identifying 
desirable target objects related to the electronic documents [see Column 1 , Lines 19-43 
-> Herz teaches this limitation, as clearly indicated in the cited text], comprising: 

• a first component [that] is linked to a second component [see Column 8, Line 50 
through Column 9, Line 58 -» Herz teaches this limitation in that the system 
comprises components that are linked to each other]; 

wherein the first component is located in the electronic [document] [see Column 8, Line 
50 through Column 9, Line 58 -* Herz teaches this limitation in that the system 
comprises online newspapers]; and wherein the second component is an network site 
including an address of one or more news groups related to the first component [see 
Column 8, Line 50 through Column 9, Line 58 -» Herz teaches this limitation in that the 
system comprises news groups], 

for the purpose of presenting target objects that are likely to be of interest to the user 
[see Column 1 , Lines 28-35]. 
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Accordingly, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the system, disclosed in DeRose, to include: 
• [a] second component [that] is an network site including an address of one or 

more news groups related to the first component, 
for the purpose of presenting target objects that are likely to be of interest to the user, 
as taught in Herz. 

Claim 108: 

This claim corresponds to the subject matter recited in Claims 30 and 98. Thus, 
DeRose, in view of Herz, discloses/teaches every limitation of Claim 108 and provides 
proper motivation, as indicated in the above rejections for Claims 30 and 98. 

Allowable Subject Matter 

Claims 19-25 and 47 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Additionally, any outstanding 
rejections and/or objections to the claims must be obviated before the claims are 
allowed. 
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The following is a statement of reasons for the indication of allowable subject 
matter: 

Claim 19: 

The prior art fails to disclose or suggest an electronic book system comprising 
the combination of recited limitations. 

Claims 20-25: 

These claims are dependent upon Claim 19 and thus include allowable subject 
matter. 

Claim 47: 

The prior art fails to disclose or suggest a method for linking electronic files to 
electronic books comprising the combination of recited limitations. 

However, as indicated in the above rejection of Claim 30 under 35 U.S.C. 112, 
second paragraph, Claim 47 does not correspond to Claim 30. The examiner suggests 
the following amendment: 

47. (currently amended) A method for linking electronic files to electronic books, 
comprising: 

identifying a fifst-selectable text element that is a section of [[the ]]actual text in a 
first electronic book; 
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associating a first an electronic file with the first-selectable text element, wherein 
the associating step creates a first an electronic link; 

repeating the identifying and associating steps, th e r e p e at e d st e ps t hereby 
creating multiple electronic links , each electronic link having a corresponding selectable 
text element and a corresponding electronic file : and 

— — activat i ng th e f i rst e l e ctron i c li nk by s ele ct i ng th e f i rst s el ectabl e t e xt ele ment, tho 
activat i ng st e p caus i ng th e f i rst ele ctron i c f ile to b e d i sp l ay e d; and 

providing a m e nu, wh e r e in th e m e nu inc l ud e s a show links menu, and-wherein 
the show links menu d i sp l ays is capable of displaying all of the available corresponding 
electronic links associated with a selected one of the selectable text elements in the first 
electronic ttftkrbook A 

wherein the links menu displays all of the available corresponding electronic link types 
for a displayed page in the first electronic book, and, when a desired electronic link type 
is selected from the links menu, only the available corresponding electronic links of the 
selected link type are displayed. 



This suggested amendment eliminates the " activation " step of Claim 30. 
Therefore, all dependent claims should be amended accordingly, if necessary. 
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Response to Arguments 

Applicant's arguments in support of Claims 1, 30, 80, 86, 103 and 109 filed 
12/08/2006 have been fully considered but they are not persuasive. 

Arguments in support of Claims 1, 30, 80, 86 and 103: 

Applicant argues that DeRose fails to disclose a first component that is a piece of 
actual text of an electronic book, as recited in the claims, because the table of contents 
in DeRose is not a piece of "actual text of the electronic book. See Response - Page 
18, first full paragraph. 

The examiner disagrees. 

DeRose expressly discloses that a variety of mechanisms may be used for 
obtaining from a user a desired starting point from which rendering of a document may 
begin, including the well-known table of contents from which a selection of a document 
may be selected (see Figures 12 and 14; see Column 15, Lines 43-47). The table of 
contents is part of the electronic document. Thus, the table of contents comprises 
"actual text of the electronic document. 

Arguments in support of Claims 92, 93, 95, 98, 99, 109 and 111: 

Applicant's arguments with respect to Claims 92, 93, 95, 98, 99, 109 and 1 1 1 
have been considered but are moot in view of the new grounds of rejection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Doug Hutton whose telephone number is 571-272-4137. 
The examiner can normally be reached on Monday-Friday from 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon, can be reached at (571) 272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
2100. 



WDH 

February 28, 2007 




